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1621 Barber Lane 
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Miipitas, CA 95035 



To: Mail Stop Non-Fee 
Amendment 

TC1742 

Fax No. (571)273-8300 
Phone No. 

CC: 



From: Mark Salvator^ 
Intellectual Property Paralegal 
(408) 433-7472 



Telephone 
No. 

Fax No. 



(408) 433-7460 



REWIARKS: 


□ Urgent □ For your review ^ Reply ASAP 


□ Please comment 


Application Number: 10/693,143 




Filing date: October 24, 2003 




First named inventor: Berman, Michael J. 




Attorney docket number: 03-0702 




Transmitted herewith for filing via facsimile: 




• Amendment in response to the Office Action dated November 16, 2005. 





Pursuant to 37 C.F.R, 1 ,8, 1 hereby certify that this correspondence is being transmitted by facsimile to the U.S. 
Patent and Trademark Office on the date indicated below; 



Date 



Signature 



Mark Salvatore 



Please contact us at (408) 433-7191 if you do not receive all pages Indicated above or experience any difficulty in 
receiving this fticslmlle. 



This Facsimile is intended only for (he use of the addressee and. if the addressee is a client or their agent contains privileged and confidential 
infbrmatiOA- If you are not the recipient of this facsimile, you have received this facsimile inadvertently and in enor. Any review, dissemination, 
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TRANSMITTAL 
FORM 

(to be used for off cofT^spondmcB aftgrkrfSaHWng} 


Appficatton Numtaer 


1£V693.143 ^ 


Filing Date 


October 24, 2003 r>rm^ 


First Married Inventor 


Berman. Michael J. f^CkJLH^^t 


Art Unit 


"^^^l/-/ 


Examiner Name 


Alexander, MiCfiMl P. DEC Q 


\_ Total Num^ of Pfiges In This Submifl&ion ^ 


Attorney Docket Number 


0W>702 ^ 



22005 



ENCLOSURES {Check ^nvrnt^ppty) 



□ 



IZl 



□ 

□ 
□ 



Fee Tranemttlal Form 

LD Fee Attached 

Ame ndmentfRepty 
n After Fin^l 

□ 

Extension ofTTme Request 
Express Abandonment Request 
Infbrmatiofi Disclosure Statement 



Certified Copy of Priority 
Document(9) 

Reply to Missing Perts/ 
incon^piete Application 

□ Reply to Missing Parts 
under 37 CFR 1.52 or 1.53 



□ Draw1ng(s) 

n Ucenelng-mletdd Papers 



□ 
□ 
□ 
□ 



Petition 

Petition to Convert to e 
Provisional Application 
Power of Attorney, RevoCTtion 
Change of Correspondence Address 

Tenninal Disclaimer 
Request for Refund 



Remarks 



CDp Number of CD(s) 

|~| Landscape Table on CD 



□ 
□ 

□ 

□ 



After Allowance Communicatkm to TC 

Appeel Communicetbn to Board 
of Appeal? and interferences 

Appeal Communication to TC 
(App9al NotiC«. Aaply SrleQ 

Proprietary Information 
Status Letter 

Other £nolcsurd(s) (plaaee Identny 
below): 



- Response to OfRdat Action {Restriction/Election Requirement) 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm Name 



LSI Logic Corporation 



Signature 



Printed name 



Timothy R. Crdl 



I Reg. No. [3^ ;^^ 



CERTIFICATE OF TRANSMlSSlON/MAJLlNG 



I hereby certify that this correspondence i$ tiaang facsimile transmitied to the USPTO or deposited with the UnHad States Postal Service wfth 
euffident postage as first class mail in an envetope addraseed to! Conrimissienerfbr Patents. P.O. Box 1450. Alaxandria, VA 22313-1450 on 
the date shown below: 



Signature 



1222. 




^yped or printed name 



Marie Salvators 



Date 



Thift cdlleetifin Of irtfaMiatSon ia required by 37 CFR 1.5. The information is required to obtain or retain a benefit by the public wM^ i& to file (and by me USPTO to 
process) an applicatioa ConNentiarrty is governed by 35 9na 37 CPft 1.lt andl.14. This collacdon is sstimatBd to 2 hours to convtote, including 

gathering, preparing, and eubmitting the oaiDpleted application fomi to the USPTQ. Tvff^t wfli depending upon tTia (ndivJduaJ case. Any oomments on the 
amount of tfme you require to oomptete m\s (otm and/or suggestions for raducing ttiis ixirdGn, should be sent to the Chief Infomatbn Officer, U.S. Patent and 
Trademark Office, U.S. Department Of COAimerce, P.O. Box 1450. Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLgT^O FORMS TO THIS 
ADDAESSw SEND TO: Commissioner for Patents, P.a Box 1450, Alexandne, VA 22313-1450. 



If you need aasisiance h coa^6tirtQ tfte fotm, caff f ^fi0O^O^199 and select opUon Z 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 




In re Application of: Michael J. Bemoan, et 



Group Art Unit: 1742 i 



Examiner Michael P. Alexander 



0 2 2005 



Serial No.: 10/693,143 



Atty, Docket No.: 03-0702 



Filed: October 24, 2003 



For ABRASIVE ELECTROLYTE 



RESPONSE TO OFFICIAL ACTION 
Restriction/Election Reanirement 



Hon, Comnussioner for Patents 
P.O Box 1450 
Alexandria, VA 22313-1450 



Sir 



This i^sponse is presented to the Office Action xnailed November 16, 2005, 
wherein the Examiner required restriction piirsuant to 35 U.S.C. §121. Election is hereby 
made, with traverse^ to prosecute Group I, i.e., solution claims 1-15. 



Reconsideration of the restriction is respectfully requested Restriction is not 
required by 35 U.S-C. §121, as suggested in the Office Action, Congress wisely granted 
the discretion to resixict applications. According to 35 U.S.C, §121 "... the 
Commissioner may require the application to be restricted.,,.** (emphasis added). 

Furtheanore, MPEP § 803 lists two criteria that must be present for restriction to 
be proper: 

1) The inventions must be independent or distinct as claimed; and 

2) There must be a serious burden on the examiner if restriction is required. 

In searching the Group I claims, tibie class and subclass for the Group U claims 
will undoubtedly be searched, to ensure that no relevant art is overlooked. For this 
reason, there is no significant burden on the examiner, and certainly no serious burden as 
required by MPEP §121. 
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In fact, maintaiiiing the requirement for restriction not only burdens applicants 
with the additional costs associated with filing and prosecuting separate patent : 
applications, but also requires the examiner to duplicate efforts by examining multiple 
applications of closely related inventions. Such practice not only wastes public and 
private funds and Patent Office resources, but also leads to the possibility of inconsistent 
examinations of closely related inventions. Accordingly, applicants respectMly.request 
that the examiner reconsider and withdraw the restriction requiiem^t 

In light of the foregoing, applicants respectfully submit that a full and complete 
response to the Office Action is provided herein, and request that the application proceed 
to examination. 

In the event this response is not timely filed, applicants hereby petition for the 
appropriate extension of time and request that the fee for the extension along with any 
other fees which may be due with respect to this paper be charged to deposit account 
12-2252. 



Respectfully Submitted, 
Michael J. Berman. et aL 



By Timo% R. Croll 
Reg. No. 36.771 

(408) 433-7625 

LSI LOGIC CORPORATION 

1621 Barber Lane 

M/S D-106 

MUpitas, CA 95035-7451 



Date: November 29, 2005 
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